
The United States and Japan have joined the Hague
Agreement Concerning the International Registra-
tion of Industrial Designs. Both countries joined

the Geneva Act (1999), Japan by accession and the United
States by ratification. Membership became effective for
both countries on May 13, 2015, at which time both coun-
tries were to have simplified filing procedures for industrial
design protection in other members of the Geneva Act.
Those countries and regional offices are shown in the table
on page 5.

Industrial design protection relates to the appearance of
useful items such as automobile bodies, clothing, cell phones,
kitchen appliances, and a broad range of other consumer
items. Some countries rely on industrial design registration
to protect fabric designs or trade dress. In the United States,
industrial designs are protected as design patents. 

U.S. membership in the Hague Agreement has implica-
tions for designers, businesses, and intellectual property
practitioners. The Hague Agreement simplifies the interna-
tional protection of industrial designs by allowing the owner
of the design to file a single application with the Interna-
tional Bureau (the IB, an office within the World Intellec-
tual Property Organization) and to designate countries or
regions where protection is desired. The IB conducts a
procedural examination for each application, and any subse-
quent refusal by a designated country can be based only on
substantive aspects of its law. Likewise, a single filing with
the International Bureau can be used to renew a registration
or record a change of name or address, and such measures
are effective in each of the designated countries or regions.
These measures represent a considerable convenience over
taking the same steps on a country-by-country basis.

IMPLICATIONS FOR DESIGNERS AND BUSINESSES
Designers and businesses that make significant use of the
industrial design system will be the primary beneficiaries of
Hague membership. For businesses that protect their
designs in multiple countries, filing through the Hague
Agreement should yield considerable savings in translation
costs since applications can be filed in English, Spanish, or
French, at the applicant’s option. Filing through the Inter-

national Bureau will allow U.S. applicants to file all docu-
ments in English (or one of the other languages if they
prefer) and thereby eliminate the cost and delay of having
documents translated into multiple languages. 

Another area for savings relates to the documentation
that must typically be submitted with an application. In
some countries, documentation requirements may be exces-
sive. These documents are subject to requirements to trans-
late them into the language required by that country’s
industrial property office and, in some countries, the docu-
ments must be legalized. Under the Hague Agreement, the
IB has sole responsibility for formalities. Consequently
applicants who file through the IB will need to submit only
the documentation required under the Agreement — often
much less extensive than required for applications filed
directly in each industrial property office. A particular
benefit for U.S. applicants is that they will not need to
translate any documents that are already in English or
another official language.

Hague applicants may also find it helpful to be able to
defer or in some cases avoid the need to appoint a local
representative in each country where protection is desired.
Countries may still require an applicant to appoint a local
representative, but this step need not be taken at the stage
of filing the international application.  

IMPLICATIONS FOR PRACTITIONERS
U.S. membership in the Hague Agreement should allow
practitioners to expand the services they offer since U.S.
practitioners can assist in filing the international applica-
tion. The same is true, of course, with regard to foreign
practitioners, who may choose to file through the Interna-
tional Bureau instead of working with a practitioner in the
United States. 

For those who decide to offer these services, taking on
these new responsibilities will require practitioners to invest
time in learning new rules. Practitioners who m ay plan to
assist clients with filing through the International Bureau
should not only review the Hague Agreement itself but
should also review the Guide to the International Registration
of Industrial Designs (which is published in multiple parts);
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USPTO EMPLOYMENT OPPORTUNITIES

The USPTO is looking to fill a number of vacancies,
from patent examiner to administrative patent
judge, as well as corporate positions. Not surpris-

ingly, most positions are in the main office, but locations
range from Alexandria to San Jose, CA, and from Dallas
to Detroit. Links to the various positions can be found at
http://careers.uspto.gov/. 

CLE OPPORTUNITIES
For those who missed this year’s Spring Institute on Intellec-
tual Property, here is a chance to enjoy the same presentations,
minus lunch and networking, by tuning in to TNBARU.
Each program offers one hour of Continuing Legal Educa-
tion in Tennessee and one is available for dual credit! 

PATENTABLE SUBJECT MATTER
Presented by Hilary Lang and Gary Montle, Patterson
Intellectual Property PC.  
https://cle.tba.org/catalog/course/3449  

This program is about section 101 patent eligibility of
biotech and software products. The speakers discuss
business methods following Alice and patentable
subject matter in the life sciences. Some topics for
discussion include: Patent-eligibility under section 101;
judicially-created exceptions; case law review; and
USPTO guidance.

TRANSFORMATIVE FAIR USE
Presented by Richard Sanders Jr., Aaron & Sanders PLLC,
Nashville 
https://cle.tba.org/catalog/course/3450 
Is transformative fair use out of control? Speaker Rick
Sanders discusses how we got into a transformative fair
use mess and whether we can save it.  Some topics
discussed include: origins of fair use and transformative
use, the problems with fair use, case law review, and
whether transformative use can be saved.  

RECENT U.S. SUPREME COURT DECISIONS
INVOLVING COPYRIGHT ISSUES (AEREO AND MGM
CASES) 
Presented by Chris Vlahos and Timothy Warnock, Riley
Warnock & Jacobson, Nashville.
https://cle.tba.org/catalog/course/3109  
This program discusses two recent Supreme Court deci-
sions, American Broadcasting Companies Inc. v. Aereo and
Petrella v. Metro-Goldwyn Mayer, and the challenges of
emerging technology and interpretation of the Copy-
right Act. 

MUSIC LICENSING FOR THE IP LAWYER 
Presented by Laurie Hughes and Suzanne Kessler,
Hughes-Kessler Consulting Nashville. 
https://cle.tba.org/catalog/course/3452
The music business has changed dramatically over the last
15 years. In this program, you will learn from two music
licensing attorneys the basics of how artists get paid in the
complicated world of digital music distribution. The
speakers will discuss the various distribution outlets,
Sound Recording Licenses, Music Publishing and Copy-
right principles.

LESSONS ON ETHICS AND CULTURE FROM
GENERAL MOTORS 
Presented by William Eiselstein, Miller & Martin PLLC,
Atlanta  
https://cle.tba.org/catalog/course/3451  
This dual-credit program demonstrates how you can
learn from others’ mistakes. The program is based on
the General Motors ignition switch recall and ensuing
litigation. The program discusses ethics rules related to
fairness of opposing counsel in court, rules 3.4, 8.4, case
law and a discussion on why lawyers do things that they
know they shouldn't do. IP
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COPYRIGHT OFFICE LAUNCHES FAIR USE INDEX
The Copyright Office has launched a new Fair Use Index
that offers searchable summaries of major fair use decisions.
The Index allows individuals to search for summaries of
decisions in cases alleging fair use. Searches may be organ-
ized by court and subject matter. The Fair Use Index can
be found at http://copyright.gov/fair-use/index.html. 
It is also available at http://www.whitehouse.gov/omb/
intellectualproperty.

COPYRIGHT OFFICE POSTS
COMMENTS ON 
EXEMPTIONS TO DMCA
The Copyright Office has
published the first comments
received on proposed exemp-
tions under the Digital
Millennium Copyright Act
(“DMCA”), 17 U.S.C.
1201.  Section 1201 allows
the Librarian of Congress,
upon the recommendation of
the Register of Copyrights, to
exempt certain classes of works
from the prohibition against
circumvention of technological
measures that control access to copy-
righted works. Comments have suggested
exemptions for a broad range of situations, including
the use of audiovisual works for educational purposes; assis-
tive technologies; space-shifting and format-shifting;
networked medical devices; 3-D printers; unlocking wire-
less telephone handsets; and vehicle software for safety and
security research. Comments are posted here: http://copy-
right.gov/1201/ 2015/comments-020615. 

SUPREME COURT DECISION STRENGTHENS EFFECT OF
TTAB DECISIONS
A recent Supreme Court case has strengthened the effect of
decisions of the Trademark Trial and Appeals Board (TTAB)
by holding that issue preclusion applies to issues adjudicated
before the TTAB if “other ordinary elements of issue preclu-
sion are met.” In B&B Hardware, Inc. v. Hargis Industries Inc.,
DBA SEALTITE Building Fasteners, et al., Petitioner, B&B
opposed registration of Hargis’s application to register
SEALTITE, which B&B claimed was too similar to its own
SEALTIGHT trademark. The TTAB agreed and registration
was refused on grounds of likelihood of confusion. Hargis
did not appeal the decision to the courts. In a later infringe-
ment suit, B&B argued that Hargis was precluded from rear-
guing the issue of likelihood of confusion because of the
TTAB holding. Both the District Court and Eighth Circuit
disagreed with that argument because the TTAB and court
used different factors to evaluate likelihood of confusion.
The Supreme Court found nothing to rebut a presumption

that the TTAB’s decision had preclusive effect and noted,
“Contrary to the Eighth Circuit’s conclusion, the same like-
lihood-of-confusion standard applies to both registration
and infringement.” This short and important decision can
be found at http://www.supremecourt.gov/opinions/14pdf/
13-352_c0n2.pdf. 

COPYRIGHT OFFICE APPOINTMENTS
Register of Copyrights Maria Pallante has

announced several new appointments
at the Copyright Office. Maria S.

Strong will serve as Deputy
Director of Policy and Interna-

tional Affairs. She previously
served as Senior Counsel for
Policy and International
Affairs. Sarang V. Damle,
who previously served as
Special Advisor to the
Copyright Office’s
General Counsel, has been

appointed as Deputy
General Counsel of the

Copyright Office. Erik Bertin
was appointed Deputy Director

for Registration Policy and Prac-
tice. He previously served as an Assis-

tant General Counsel from 2013 to 2015.
Catherine R. Rowland is now Senior Advisor to

the Register of Copyrights. She served as Senior Counsel
for Policy and International Affairs from 2012 to 2015.
Ricardo Farraj-Feijoo has been appointed as Director of
the Copyright Technology Office. Mr. Farraj-Feijoo most
recently served as Director of Information Technology
Services in the Office of the Chief Information Officer at
the U.S. Department of Commerce. 

TRADEMARK FEES FALL FOR ELECTRONIC APPLICATIONS
The USPTO announced that it would reduce fees as of
January 17, 2015, for trademark applicants who agree to
electronic application processing throughout examination,
under authority granted in the Leahy-Smith America
Invents Act of 2011. According to a Federal Register notice
dated December 16, 2014 (http://www.gpo.gov/fdsys/
pkg/FR-2014-12-16/pdf/2014-29413.pdf ), the USPTO
will reduce by $50 the fee for an application filed using the
regular TEAS application form, and a TEAS request for
transformation of an extension of protection to the United
States into a U.S. application pursuant to § 7.31, from $325
to $275 per class if the applicant authorizes email commu-
nication and agrees to file all responses and other specified
documents electronically during the prosecution of the
application. This option will be known as a TEAS Reduced
Fee (‘‘TEAS RF’’) application. The USPTO also reduces by

News
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$50 the fee for a TEAS Plus application from $275 to $225
per class and reduces by $100 the fee for a TEAS application
for renewal of a registration from $400 to $300 per class. As
has been the case since the inception of TEAS Plus, TEAS
Plus applicants who fail to fulfill the filing and examination
requirements set out in the rules will be subject to a
processing fee of $50 per class, and similarly, TEAS RF appli-
cants who fail to fulfill the requirements under the rules will
be subject to the existing processing fee of $50 per class.

These fee reductions will apply to trademark, certification
mark, collective membership mark, and collective trademark
applications filed as described above. 

USPTO APPOINTMENTS
U.S. Secretary of Commerce Penny Pritzker announced
the appointment of Russell Slifer as Deputy Under Secre-
tary of Commerce for Intellectual Property and Deputy
Director of the U.S. Patent and Trademark Office
(USPTO), effective March 25, 2015. Mr. Slifer previously
served as the Director of the USPTO's Rocky Mountain
Regional Office in Denver.

Mary Denison has been appointed as Deputy Commis-
sioner for Trademarks, effective January 1, 2015.  She
formerly served as Deputy Commissioner for Trademark
Operations. Ms. Denison succeeds Deborah Cohn, who
retired at the end of 2014.

Meryl Hershkowitz will succeed Ms. Denison as
Deputy Commissioner for Trademark Operations, effective
April 1, 2015. Ms. Hershkowitz has been one of two group
directors for trademark operations of the USPTO for the
last seven years. 

SEAHAWKS AND THE NUMBER 12
Football Northwest LLC, which seems to be the Seattle
Seahawks, has applied to register the number 12 as a service
mark. The logo features the number 12 in white numerals
bordered in black, on a blue field. Goods and services
include arranging for ticket reservations, entertainment in
the nature of football games, and other services described
in the application. The Seahawks claim color as a feature
of the mark, so registration would presumably not interfere
with Tennessee’s use of the number 12 on its orange and
white jerseys for Vols defensive back Emmanuel Moseley.
However, we have not heard from teams with blue and
white colors or the wearers of their number 12 jerseys, such
as Kentucky’s quarterback Reese Phillips (from Signal
Mountain, Tennessee) or Tar Heels players Andrew Moore
and Marquise Williams. TESS shows 33 registrations and
71 applications to register the number 12, including regis-
trations for entertainment services (automobile racing) and
the types of paraphernalia on which fans often like to sport
team logos. The foregoing is editorial content and not a
legal opinion! IP
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“I roamed the countryside searching for the answers to things I did
not understand. Why shells existed on the tops of mountains along
with the imprints of coral and plant and seaweed usually found in the
sea. Why the thunder lasts a longer time than that which causes it
and why immediately on its creation the lightening becomes visible
to the eye while thunder requires time to travel. How the various
circles of water form around the spot which has been struck by a
stone and why a bird sustains itself in the air. These questions and
other strange phenomena engaged my thought throughout my life.”

— Leonardo da Vinci
April 15, 1452 – May 2, 1519

Polymath, painter, sculptor, architect, 
musician, mathematician, engineer, 

inventor, anatomist, artist, geologist, 
cartographer, botanist and writer.
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TRIPS AGREEMENT TURNS 20

The Agreement on Trade-Related Aspects of Intel-
lectual Property Rights (TRIPS), an Annex to the
Agreement Establishing the World Trade Organi-

zation (WTO), had its twentieth birthday on January 1
of this year.  

PROPOSED EXTENSION OF PHARMACEUTICAL
PROTECTION DEADLINES
On February 20, 2015, Bangladesh circulated a statement
in the World Trade Organization (WTO) on behalf of
WTO Least Developed Country Members (LDCs),
proposing an extension of the deadline for those Members
to implement most TRIPS provisions for as long as the
WTO Member remains a least developed country and
asking the TRIPS Council to recommend a waiver from
the requirements of Articles 70.8 and 70.9 for the same
period. LDCs currently are able to operate under an excep-
tion that allows them not to implement TRIPS require-
ments other than those in Articles 3, 4 and 5. These articles
require all WTO Members, including LDCs, to implement
national treatment and most-favored nation treatment
except for WIPO agreements dealing with the acquisition
and maintenance of intellectual property rights. The exten-
sion of this transitional period is set to expire on January
1, 2016. Articles 70.8 and 70.9 also address transitional
issues. Article 70.8 creates a system typically referred to as
a “mailbox,” under which WTO Members that take advan-
tage of the transitional period must provide a way appli-
cants to file patent applications for pharmaceutical and
agricultural chemical products, if patents are not available
for those products, and Article 70.9 requires such Members
to provide up to five years of exclusive rights for those prod-
ucts after marketing approval is obtained if a patent is

obtained in another WTO Member. The proposal is given
in document IP/C/W/605, which can be accessed on the
WTO website.

TREATY WATCH
After a quick start, two new intellectual property treaties
adopted at WIPO are now waiting for a sufficient number
of accessions or ratifications to enable the treaties to take
effect. Both treaties are making progress toward having the
requisite number of countries accede or ratify — but that
progress is slow.

The Marrakesh Treaty to Facilitate Access to Published
Works for Persons Who Are Blind, Visually Impaired or
Otherwise Print Disabled was adopted on June 27, 2013
and will enter into force three months after twenty eligible
parties deposit their instruments of ratification or acces-
sion. To date, seven countries have ratified or acceded,
bringing the treaty more than a fourth of the way to
becoming effective.

The Beijing Treaty on Audiovisual Performances
addresses the rights of performers. Adopted on June 24,
2012, this treaty was doing slightly better for a while,
possibly because it has had a longer time for countries to
deposit instruments of accession or ratification. The Beijing
Treaty now also has a total of six countries that have
acceded or ratified — although not the same six, as shown
below. The Beijing Treaty now has a total of six countries
that have acceded or ratified, as shown below. The Beijing
Treaty will take effect after thirty eligible parties deposit
their instruments of accession or ratification. Because of
the larger number of parties required for the treaty to take
effect, the same number of members brings it only twenty
percent of the way to becoming effective. IP

International News

MARRAKESH VIP TREATY MEMBERSHIP

Country Ratification or Accession and
Effective Date

El Salvador Ratification: October 1, 2014

India Ratification: June 24, 2014

Mali Ratification: December 16, 2014

Paraguay Ratification: January 20, 2015

United Arab Emirates Accession: October 15, 2014

Uruguay Ratification: December 1, 2014

Argentina Ratification: April 1, 2015

BEIJING TREATY ON AUDIOVISUAL
PERFORMANCES MEMBERSHIP

Country Ratification or Accession and
Effective Date

Syrian Arab Republic Ratification: March 18, 2013

Republic of Botswana Ratification: November 20, 2013

Slovak Republic Accession: May 22, 2014

Japan Accession: June 10, 2014

People’s Republic of
China Ratification: July 9, 2014

United Arab Emirates Accession: October 15, 2014



the Common Regulations; and the Administrative Instruc-
tions; and should download copies of the forms, some of
which are mandatory. All of these are available on the
WIPO website. 

Practitioners should take note of WIPO official holi-
days, which differ from those of the USPTO in a number
of respects. Note, for example, that the Administrative
Instructions for the Hague Agreement list among the Inter-
national Bureau’s Non-Working Days (Section 104; Rule
27.4) not only Saturday and Sunday, Christmas Day and
New Year’s Day, but the day following those holidays, as
well as a number of religious holidays, including Easter and
the day following, Ascension Day, and Whit Monday (the
day following Pentecost). 

MEMBERSHIP AND ABILITY TO USE THE BENEFITS
OF THE AGREEMENT
The Hague Agreement has been amended several times by
creating a new “act” of the Agreement. Each of these acts
has its own membership and functions independently of
the other acts. As a result, the ability to designate a

country or regional office is available only for countries or
regional organizations that are members of the same act
of the Agreement. 

In assisting with applications, practitioners should be
careful to check not only whether a particular office is in a
country or regional organization that is a Hague Agree-
ment Contracting Party but also whether the country or
regional organization is a member of the Geneva Act
(1999), since U.S. applicants will not have access to the
benefits of the Hague Agreement for countries that are
members of earlier acts.  The table below shows the
expected membership of the Geneva Act (1999) when the
memberships of the United States and Japan take effect on
May 13, 2015.  IP
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EXPECTED MEMBERSHIP IN THE GENEVA ACT OF THE HAGUE AGREEMENT, 
AS OF MAY 13, 2015

African Intellectual Property
Organization (OAPI)

European Union (EU) Lithuania Sao Tome and Principe

Finland Luxembourg Serbia

Albania France Monaco Singapore

Armenia Georgia Mongolia Slovenia

Azerbaijan Germany Montenegro Spain

Belgium Ghana Namibia Switzerland

Bosnia and Herzegovina Greece Netherlands Syrian Arab Republic

Botswana Hungary Norway Tajikistan

Brunei Darussalam Iceland Oman the former Yugoslav Republic
of MacedoniaBulgaria Italy Poland

Croatia Japan Republic of Korea Tunisia

Denmark Kyrgyzstan Republic of Moldova Turkey

Egypt Latvia Romania Ukraine

Estonia Liechtenstein Rwanda United States of America

United States, Japan, Join Hague Agreement on Industrial Designs (continued from page 1)


